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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 

Acknowledgements 

1 . This Office Action is given Paper No. 20090714 for reference purposes only. 

2. This Office Action is in response to the Response to Non-Final Office Action, filed 13 
April 2009. 

3. All references to the capitalized version of "Applicant" refer specifically to the Applicant 
or Applicants of record in the instant application. Any references to lowercase versions of 
"applicant" or "applicants" refer to any or all patent applicants. Unless expressly noted 
otherwise, references to the capitalized version of "Examiner" refers to the Examiner of record 
while reference to or use of the lower case version of "examiner" or "examiners" refers to 
examiner(s) generally. The notations in this paragraph apply to any future Office actions from 
this Examiner. 

4. Claims 15 and 19 are pending. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 15 and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over United 
States Patent 6,105,008 ("Davis") in view of Official Notice. 

7. As per claims 15 and 19, Davis discloses: 
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8. wireless terminal apparatus (figure 8, reference 204); 

9. a service providing server (figure 8, reference 208); 

10. an authentication and payment server (figure 8, reference 206); 

11. a network connecting the wireless terminal apparatus, service providing server, and 
authentication and payment server (figure 4, reference 202 - "Internet"); 

12. receiving, by a network transceiver of the wireless terminal apparatus from a network 
transceiver of the authentication and payment server, a certificate of service (figure 8, reference 
316b) including a reference amount (figure 8, reference 316b, "Debit"); 

13. issuing, from the network transceiver unit of the wireless terminal apparatus, a request for 
use of a service (figure 8, reference 360 - the "Debit Success" acts as another request for service; 
without it, the service will never be provided) attached with the certificate of service to the 
service providing server (figure 8, reference 360); 

14. receiving, at the network transceiver of the service providing server, the request for use of 
a service from the wireless terminal apparatus through the network (figure 8, reference 360). 

1 5 . Davis does not explicitly disclose : 

16. comparing, at the service providing server, the reference amount in the certificate of 
service with an amount of payment to determine that the amount of payment is less than or equal 
to the reference amount; 

17. providing, by the service providing server, the requested service to the wireless terminal 
apparatus before the service providing server generates an authentication and payment message 
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that is sent to the authentication and payment server based on the determination that the amount 
of payment is less than or equal to the reference amount. 

18. The Examiner takes Official Notice that comparing a sent amount with a pre-determined 
amount of payment was old and well-known in the art because it allows for determination of 
payment before providing a service. In the physical world, a user who underpays a merchant for 
a service is not entitled to the service until he pays the full price. This provides for a more secure 
system where the merchant is guaranteed to receive the full amount of money that he requests. 

19. The Examiner further takes Official Notice that providing a service upon determining that 
a required amount was paid was old and well-known in the art because it allows for a system 
where a user will not receive provisioning of a service until the full amount has been paid. For 
example, in the case of microtransactions, where multiple transactions may be used to make up 
the full amount of a bill, the service-providing device should not provide a service until the full 
amount has been paid. (The same idea exists in vending machines - a user attempting to buy 
potato chips for sixty-five cents will not be able to receive the chips until at least sixty-five cents 
has been inserted into the machine.) This provides for a more secure system where the merchant 
is guaranteed to receive the full amount of money that he requests. 

20. Therefore, it would have been obvious to a person having ordinary skill in the art to 
include in Davis comparison of the amount paid and the amount owed as well as provisioning of 
services upon full payment (or over-payment), since the claimed invention is merely a 
combination of old elements, and in the combination, each element merely would have 
performed the same function as it did separately. A person having ordinary skill in the art would 
have recognized that the results of the combination were predictable, as well as advantageous 
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because it would create a more secure and trustworthy system where a user would not receive a 
service unless the merchant received the compensation that he has set for the service. 



Claim Interpretation 

21. In accordance with MPEP §2 1 1 1 , the Examiner has interpreted the meaning of claim 
limitations in accordance with their "broadest reasonable interpretation", unless such terms have 
been defined explicitly in the specification. 

22. Claim 15 recites that the "service providing server" provides the service to the "wireless 
terminal apparatus. . .based on the determination that the amount of payment is less than or equal 
to the reference amount. As such, this is seen as an optional step in the claimed method. 
Imagine a scenario where the determination is such that the "amount of payment is [not ] less 
than or equal to the reference amount"; there is no corresponding "then" step for this "if-then" 
situation. 

23. Furthermore, both claims 15 and 19 are seen as not positively reciting the generation of 
"an authentication and payment message that is sent to the authentication and payment server". 
This is seen as an optional step because the only recitation of this message being sent is the 
recitation that a service provision occurs before it - however, the sending is not actually recited 
in a positive manner. As such, this is a step that is not required to be performed (in claim 15), 
nor is it a positively recited structural element (in claim 19). 

24. Optional elements do not narrow claims because they can always be omitted. See In re 
Johnston, 435 F.3d 1381, 77 USPQ2d 1788, 1790 (Fed. Cir. 2006) ("As a matter of linguistic 
precision, optional elements do not narrow the claim because they can always be omitted"), and 
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MPEP §2106 II C, which states "Language that suggests or makes optional but does not require 
steps to be performed or does not limit a claim to a particular structure does not limit the scope 
of a claim or claim limitation" (emphasis in original text). 



Response to Arguments 

25. As per Applicants' arguments concerning the Official Notices, Applicants' attempt at 
traversing the Official Notice findings as stated in the previous Office Action (Paper No. 
20081215, Paragraph No. 27-28) is inadequate. Adequate traversal is a two step process. First, 
applicants must state their traversal on the record. Second, and in accordance with 37 C.F.R. 
§1.1 1 1(b), which requires applicants to specifically point out the supposed errors in the Office 
Action, applicants must state why the Official Notice statements are not to be considered 
common knowledge or well known in the art . 

26. In this application, while Applicants have clearly met step (1), Applicants have failed 
step (2) since they have failed to argue why the Official Notice statements are not to be 
considered common knowledge or well known in the art. Applicants' arguments amount to 
stating that that "polling system described in the Office Action" is not well-known " based on the 
reference " (remarks, page 14). This does not give sufficient reason as to why the idea of 
message generation is not well-known in the art - it only argues that "based on the reference", 
such subject matter is not taught. It does not, for example, give reasoning as to why the 
comparison of two amounts or why attaching the certificate of service are not well-known. 

27. Because Applicants' traversal is inadequate, the Official Notice statements are taken to 
be admitted as prior art. See MPEP §2144.03. 
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Conclusion 

28. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure: 

29. United States Patent 20020023215 (Wang et al), especially figures 2, 9b, 12a, and 13a; 

30. United States Patent 20030144968 (Katayama et al), especially figures 1-5; 

31. United States Patent 20030199265 (Aoyama et al), especially figures 1, 6, and 12; 

32. United States Patent 6915272 (Zilliacus et al), especially figures 1,12, and 14; 
3 3 . United States Patent 7 1 07247 (Kinoshita et al), especially figures 1 , 1 2 , and 1 3 ; 

34. United States Patents 7 1 07248, 730843 1 (Asokan et al), especially figures 6 and 9. 

35. Applicant's amendment of 13 April 2009 necessitated the new ground of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 

CFR 1.136(a). 

36. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 

CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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37. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher C. Johns whose telephone number is (571)270-3462. 
The examiner can normally be reached on Monday - Friday, 9 am to 5 pm. 

38. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Fischer can be reached on (571) 272-6779. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

39. Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Christopher C Johns/ 
Examiner, Art Unit 3621 

/EVENS J. AUGUSTIN/ 
Primary Examiner, Art Unit 3621 



